Trademark Law Institute

Conference ‘The Protection of Trademarks With a Reputation’

VU University Amsterdam, October 15 and 16, 2010
Programme

Friday, October 15, 2010
Room: OZW building, De Boelelaan 1109, room Alma 1 (10th floor)

Chair: 
Prof. Martin Senftleben, Trademark Law Institute (Amsterdam)
13.30
Registration and coffee 

14:00
Welcome and Information on Trademark Law Institute
Prof. Charles Gielen, Trademark Law Institute (Groningen)
Aim of the Conference


General Approach

14:15
Part 1: 
Rationale of protection, function theory
14:15 
Introduction I


Prof. Graeme Dinwoodie, University of Oxford
14:45 
Introduction II 

Dr. Wolfgang Sakulin, IViR, University of Amsterdam
15:15 
Discussion

16:15
Coffee Break

16:30
Part 2: 
Concepts of marks with a reputation (EC), famous marks (US) 

and well-known marks (international)
16:30 
Introduction I


Prof. Jan Rosén, University of Stockholm
 
16:45 
Introduction II


Prof. Barton Beebe, New York University

17:00 
Discussion

18:00
Closing
19:30
Conference Dinner

Saturday, October 16, 2010
Room: Main building, De Boelelaan 1105, room Stoa (2nd floor, 2D-16)

Chair:
Prof. Charles Gielen, Trademark Law Institute (Groningen)
9:00
Part 3: 
Scope of protection: blurring, tarnishment, unfair free riding, 

absolute protection in identity cases 

9:00 
Introduction I
Prof. Vincenzo di Cataldo, University of Catania

9:15
Introduction II


Prof. Christophe Geiger, CEIPI, University of Strasbourg

9:30 
Discussion
10:30
Coffee Break

10:45 
Part 4: Procedural issues: consideration during opposition, likelihood of 

infringement, economic or legal evidence 
10:45
Introduction I


Marcus Höpperger, Brands and Designs Division, WIPO
11:00 
Introduction II


Prof. Antoon Quaedvlieg, Trademark Law Institute (Nijmegen)

11:15 
Discussion

12:15
Closing and suggestions concerning future projects
13:00 
Conference Lunch

Conference Rooms

The conference will be held in two different rooms of the VU University Amsterdam.
Friday: OZW building, De Boelelaan 1109, room Alma 1 (10th floor)

Saturday: Main building, De Boelelaan 1105, room Stoa (2nd floor, 2D-16)


The picture above shows the two university buildings, as you see them when arriving at the tram/metro station De Boelelaan/VU. The red building in the background is the OZW building, the building in front of the picture is the main building. Inside the two buildings, just follow the signposts to find the conference rooms. 
If you have difficulty finding the room, please call 0031.6.462 170 30.

Description

In light of the ECJ’s ruling in Intel, L’Oréal and Pago, the conference aims at an in-depth discussion of the current EC protection regime for trademarks with a reputation.

The introductory Part I serves the purpose of laying groundwork for the following discussion of specific aspects of the protection regime. It aims to obtain a better understanding of those trademark functions which, according to the L’Oréal decision, enjoy protection besides the traditional origin function. In this context, the underlying question will be raised whether it is advisable to extend trademark rights to brand exploitation instruments. It will be central to this discussion to consider social and economic rationales of trademark protection. Do enterprises deserve an additional incentive to invest in brand image? Are there sufficiently strong economic justifications complementing the traditional search cost argument? What are the costs of brand image protection for society?
Against this background, Part 2 explores different notions of marks enjoying protection against dilution: 

· the international notion of well-known marks, set out in the Paris Convention and the TRIPS Agreement and clarified in the WIPO Joint Recommendation on the Protection of Well-Known Marks;

· the US notion of famous marks, as defined in the 2006 Trademark Dilution Revision Act; 

· the EC notion of marks with a reputation, as developed by the ECJ in Chevy and further clarified in Pago.

The discussion aims at determining the position of the EC approach within the spectrum of notions developed at the international level and in the US. In light of this comparison, the question will be asked whether the EC notion can be deemed appropriate. In particular, it is to be clarified whether the qualitative and quantitative factors that are currently applied comply with the aims of protection. Are these factors the right instruments to identify relevant subject matter of protection?
Part 3 focuses on the scope of protection. Besides the traditional notions of blurring and tarnishment, it addresses particularly the rules concerning protection against unfair free riding and absolute protection in identity cases which the ECJ established in L’Oréal. In this context, it will be asked whether the current scope of protection is appropriate. Moreover, the relation between protection against dilution and traditional protection against confusion will be discussed. In particular, it is to be considered whether the broad unfair advantage approach taken by the ECJ is desirable. With regard to identity cases, the discussion will raise the issue of breathing space for comparative and keyword advertising, as well as for trademark parody and other forms of artistic expression.
Finally, Part 4 will devote attention to procedural aspects of the protection of marks with a reputation. Questions to be raised include the traditional problem of how to deal with marks with a reputation during opposition proceedings. In addition, the delicate question of the evidence to be presented in infringement cases will be addressed. Economic or legal evidence? Which standard of likelihood of infringement should be applied? Is a test based on hypothetical assumptions sufficient? Is a showing of changes in consumers’ buying decisions required? Which lessons can be derived from the Intel decision in light of later developments, like in the TDK decision?
Graeme Dinwoodie

Graeme B. Dinwoodie is the Professor of Intellectual Property and Information Technology Law at the University of Oxford. He is also Director of the Oxford Intellectual Property Research Centre, and a Professorial Fellow of St. Peter’s College. Prior to taking up the IP Chair at Oxford, Professor Dinwoodie was a Professor of Law and Director of the Program in Intellectual Property Law at the Chicago-Kent College of Law. He has also previously taught at the University of Cincinnati College of Law and University of Pennsylvania School of Law, and from 2005-2009 held a Chair in Intellectual Property Law at Queen Mary College, University of London. He teaches and writes in all aspects of intellectual property law, with an emphasis on the international and comparative aspects of the discipline. He is the coauthor of five casebooks including TRADEMARKS AND UNFAIR COMPETITION: LAW AND POLICY (3d ed. 2010) (with Janis), TRADE DRESS AND DESIGN LAW (2010) (with Janis), and INTERNATIONAL INTELLECTUAL PROPERTY LAW AND POLICY (2d ed. 2008) (with Hennessey, Perlmutter and Austin). Professor Dinwoodie’s articles have appeared in several leading law reviews. He received the 2008 Ladas Memorial Award from the International Trademark Association for his article Confusion Over Use: Contextualism in Trademark Law (with Janis).

Professor Dinwoodie has served as a consultant to the World Intellectual Property Organization on matters of private international law, as an Adviser to the American Law Institute Project on Principles on Jurisdiction and Recognition of Judgments in Intellectual Property Matters, and as a Consultant to the United Nations Conference on Trade and Development on the Protection of Traditional Knowledge. He is a past-Chair of the Intellectual Property Section of the Association of American Law Schools. Professor Dinwoodie was elected to the American Law Institute in 2003, and in 2008 was awarded the Pattishall Medal for Excellence in Teaching Trademark and Trade Identity Law by the International Trademark Association.

Prior to teaching, Professor Dinwoodie had been an associate with Sullivan and Cromwell in New York. Professor Dinwoodie holds a First Class Honors LL.B. degree from the University of Glasgow, an LL.M. from Harvard Law School, and a J.S.D. from Columbia Law School. He was the Burton Fellow in residence at Columbia Law School for 1988-89, working in the field of intellectual property law, and a John F. Kennedy Scholar at Harvard Law School for 1987-88.

Wolfgang Sakulin
Wolfgang Sakulin worked as a researcher and lecturer at the University of Amsterdam’s Institute for Information Law (IViR) between 2005 and 2010 where he specialized in trademark law, freedom of expression and privacy law. He recently defended his doctorate thesis, which dealt with conflicts between trademark protection and freedom of expression in Europe. In his thesis, he critically analyses the basis of trademark rights and the question whether the freedom of expression of third parties must serve as a limitation to trademark rights, both, in the purely commercial filed and in social, cultural or political communication. By carefully examining and re-interpreting many provisions of current trademark law, he re-establishes a communicative balance between trademark rights and freedom of expression. His doctoral research was conducted at the IViR and at the Max Planck Institut für Geistiges Eigentum, Wettbewerbsrecht und Steuerrecht in Munich. 
Wolfgang graduated in Law from the University of Graz, Austria (Magister iuris 2000), and holds a European Master’s Degree in Human Rights and Democratisation (E.MA 2003), from the European Inter University Center in Venice, Italy. He spent a substantial part of his undergraduate studies at the University of Utrecht, the Netherlands, specializing in international and European law. 
Before joining the IViR, Wolfgang worked for the Office of the Prosecutor of the International Criminal Tribunal for the former Yugoslavia in The Hague and Kosovo. He also was involved in research and advocacy of the International Justice Program of Human Rights Watch in Brussels.

Barton Beebe

Barton Beebe is a Professor of Law at the New York University School of Law, where he specializes in the doctrinal, empirical, and cultural analysis of intellectual property law. He received his J.D. from Yale Law School, his Ph.D. in English Literature from Princeton University, and his B.A. from the University of Chicago. In 2007, he was a special master for Judge Shira A. Scheindlin in the case of Louis Vuitton Malletier v. Dooney & Bourke, Inc. in the Southern District of New York. Professor Beebe clerked for Judge Denise Cote of the Southern District of New York. Professor Beebe was a Visiting Professor of Law at Stanford Law School in 2009 and will be a Visiting Professor of Law at Yale Law School in 2011.

Professor Beebe’s recent published works include Intellectual Property Law and the Sumptuary Code, 123 Harvard Law Review 809 (2010); An Empirical Study of U.S. Fair Use Opinions, 1978-2005, 156 Pennsylvania Law Review 549 (2008); An Empirical Study of the Multifactor Tests for Trademark Infringement, 95 California Law Review 1581 (2006); and Search and Persuasion in Trademark Law, 103 Michigan Law Review 2020 (2005).

Vincenzo  di Cataldo

Curriculum Vitae
1950    Born in Catania, Italy.

1972    “Laurea” at the Law School, University of Catania

1973     Assistant Professor of Commercial Law at the Law School, University of Catania 

1974     Called to the Bar of Catania

1976-1979  Professor of Private Law in the Business School, University of Catania

1980-1996 Professor of Commercial Law and Intellectual Property and Competition Law 

in the Business School, University of Catania.

1981    Visiting Scholar (four months) at the Max-Planck-Institut fur Patent-, Urheber- und 

 Wettbewerbsrecht in Munchen (Germany).

1985    Visiting Scholar (three months) at the Law School of New York University.


 Visiting Scholar (three months) at the Law School of Stanford University.

1988    Visiting Scholar (two months) at the Law School of New York University.

1994    Visiting Scholar (two months) at the Law School of Washington University at 

 Seattle.

1997-today  Professor of Commercial Law In the Law School, University of Catania.

1999   Director of a post-graduate course in Patent Law in the Post-Graduate 


 School, University of Catania

2000   Director of a post-graduate  course in Trademark Law in the Post-Graduate School, 

University of Catania.

2000  Visiting Professor for “European Industrial Property Law: Patents and Trademarks”  


at the Law School of Columbia University, New York, N.Y. (U.S.A.). 

2001-2009   Director of the post-graduate School for the Legal Professions, University of 

   Catania.

Form April 19, 2008, Dean of the Law School of the University of Catania.   

2004-2007  Member of the Council of the Chamber of Arbitration of the Chamber of Commerce of Catania. 

2004-today Member of the Scientific Advisory Board of MIPLC - Munich Intellectual Property Law Center.  

2007-2008  Member of the Giurì di Autodisciplina Pubblicitaria.

Member of ATRIP – International Association for Teaching and Research in Intellectual Property (since its foundation: 1982) and also of SISPI – Società Italiana per lo Studio della Proprietà Intellettuale (since its foundation: 1997). 

Member of the Board of major Italian Law Reviews (Giurisprudenza annotata di diritto industriale, Giurisprudenza Commerciale, Europa e diritto privato). 

Member of the Commission charged 4.4.2000 by the Italian Secretary of Industry to draft the text of the Italian Patent Law according to the EC Directive 98/44 on the legal protection of biotechnological inventions. 
Member of the Commission charged 20.12.2001 by the Italian Secretary  of Industry to reform the Italian Intellectual Property Law

The list of publications includes some books and many articles on various topics of Corporation Law and Bankruptcy Law. The majority are connected with Intellectual Property (Patents, Trademarks) and Competition Law. Among them, a book on Slavish Imitation (1976), a book on Nonobviousness of the Patent, a Manual of Intellectual Property and Competition Law (written with Adriano Vanzetti, already in the second edition), a Commentary on Patent Law (the second edition is dated 2000.  Among the articles, one on Chemical Patents (1985), one on Research Contracts (1988), and one on Biotechnological Patents (2004).

Christophe Geiger

Christophe Geiger is Associate Professor, Director General and Director of the research department of the Centre for International Intellectual Property Studies (CEIPI) at the University of Strasbourg (France), where he teaches intellectual property and competition law. He studied both French and German law at the University of Paris I Panthéon-Sorbonne and the University of Saarbrücken and graduated from both universities. After completing a master degree in intellectual property at the University of Montpellier, he received his doctorate in December 2003 from this university with his thesis Copyright and the Public’s Right to Information. This work received a prize from the French Institut de recherche en propriété intellectuelle (best thesis of the year in IP-Law) and was published in September 2004 by Litec (LexisNexis). He then joined the Max Planck Institute for Intellectual Property, Competition and Tax Law in Munich (Germany), where he was in charge of the Department “France and French-Speaking African countries” and in 2007 the University of Strasbourg. He has also taught at the University of Cambridge, Montpellier, Versailles St-Quentin, Copenhagen, Ludwig-Maximilian of Munich, Toledo (US), Louvain-la-Neuve (Belgium) and in the IP summer program of the Santa Clara University School of Law (US). He specializes in national, European, international and comparative copyright and intellectual property law and takes part in national and international conferences. He has published numerous articles on copyright and intellectual property law.

Contact: 

Centre for International Intellectual Property Studies (CEIPI), University of Strasbourg, 11, rue du Maréchal Juin, BP 68, F- 67046 Strasbourg Cedex, Tel: 00 33 3 68 85 80 11, www.ceipi.edu, e-mail: christophe.geiger@ceipi.edu

Marcus Höpperger

Marcus Höpperger is Acting Director of the Trademark and Industrial Design Law Division, Brands and Designs Sector of the World Intellectual Property Organization (WIPO).

Since taking up his duties with the World Intellectual Property Organization in 1992, he worked in various positions in international industrial property law (including patents, trademarks, geographical indications and industrial designs, as well as the Madrid System for the International Registration of Marks, the Hague System for the International Registration of Industrial Designs and the Lisbon Agreement Concerning the Protection of Appellations of Origin and their International Registration).

Currently, he is Secretary to the WIPO Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT).  In this function, he was in charge of preparing and holding the WIPO 2006 Diplomatic Conference, which adopted the Singapore Treaty on the Law of Trademarks.  

He holds a Masters degree in Law from the University of Innsbruck, Austria, and a Postgraduate Diploma in Intellectual Property Law from Queen Mary and Westfield College, University of London.

He is a frequent speaker on topics relating to international trademark, industrial design and geographical indication law, and is the author of several publications on those subjects.
About the Trademark Law Institute (TLI)
The Trademark Law Institute (TLI) is an inter-university institute founded by Professor Charles Gielen, University of Groningen, Professor Dirk Visser and Dr. Paul van der Kooij, Leiden University, Professor Antoon Quaedvlieg, Radboud University Nijmegen, and Professor Martin Senftleben, VU University Amsterdam. 

The TLI aims at initiating and fostering top-level analysis, education and research on all topics of trademark law against the background of the rich Benelux tradition in this field. The Benelux Trademark Act of 1971 caused a revolution in several key notions of the discipline. The modern concepts of Benelux trademark law, moreover, had a deep impact on the framing of the first EC Trademark Directive of 1989. As trademark law becomes increasingly international and complex, and case law under harmonised and unified EC law develops at a fast pace, the need for in-depth analysis, education and research is increasing constantly.

Although being primarily concerned with legal aspects of trademarks, the TLI also seeks to promote an inter-disciplinary dialogue. For this purpose, it is particularly open for academics from the fields of psychology and cognitive science, cultural and marketing science, and economics.

The TLI focuses on stimulating academic research. Nonetheless, it will also take advantage of the broad expertise of practitioners in the field of trademark law, and the experiences of enterprises operating at a national and multinational level. Similarly, the TLI seeks to cooperate with EC institutions and international organisations.

In particular, the TLI aims at:

-
organizing, in The Netherlands, international academic conferences on trademark law; 

· initiating (inter-disciplinary) academic research in The Netherlands;

· bringing together PhD-students and other researchers;

· encouraging (research on) the development of the key notions of EC trademark law;

· coordinating and upgrading (post-graduate) education in trademark law in The Netherlands.

